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Filed: 

Title: 
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Commissioner for Patents 
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Alexandria, VA 22313-1450 



ClittTIFICATE OF MAILING OR TRANSMISSION |37 CFR g 1 
I hereby certify that this correspondence is being; 

□ deposited with the United States Postal .Service nn ihe date shown below with 
sufficient postapc as first class mail in an envelope addressed to: Commissioner tor 
Patents. P.O. Rox 1150, Alexandria, VA 223 I3-J450. 

E transmitted by facsimile on the dule shown below to the United Stares Patent and 
Trademark Office at 571-273-8300. 



Dale 




Dear Sir: 

This is a reply to the Examiner's answer mailed October 5, 2006. 

13 Please charge the fee provided in 37 CFR § 4 1 20(h)(2) to Deposit Account No. 
1 3-3723. One copy of this sheet marked duplicate is also enclosed. 

□ Any required fee will be paid at the time oJEFS-Wcb submission. 

13 if necessary, charge any required fee, or credit any overpayment to Deposit Account 
No. 13-3723. 

Appellants hereby waive any personal appearance before the Board of Appeals to argue 
the issues of this appeal. 
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SwVS of Claims 

Claims 1 through 26 are pending. Claims 1 through 26 stand rejected. Claims 1 through 
26 are appealed. 
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GROUNDS OF REJECTION TO BE REVIEWED UN AWKAl 
First Ground of Rejection 

Claims 1 through 1 1 and 13 through 22 stand rejected under 35 USC § 102(b) as 
purportedly anticipated by any one of U.S. Patents No. 5,4(58,540 ("Lu")- 
Second Ground of Rejection 

Claims 12 and 23 through 26 stand rejected under 35 USC § 103(a) as purportedly 
unpatentable over the teachings of the Lu patent. 
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; Argument 

The subject application was finally rejected by the Examiner in an action dated May 19, 
2006. The applicants appealed the final rejection filing the Brief on Appeal on August 31, 2006. 
The Examiner's Answer was mailed on October 5, 2006. This Reply Brief is filed to comment 
briefly on the points made in the Examiner's Answer. As noted above, the applicants have 
waived any personal appearance for oral argument of this appeal. 

Rejection Under 35 U,S.C. 8102(b) 

In the Examiner's Answer the Examiner continues to assert that the Lu patent teaches an 

article having "large scale predictable dimensional stability" without explaining where she finds 

that teaching or even providing a definition of the phrase. Without knowing how the Examiner is 

! using the term, it is impossible to know if the Lu patent teaches that property under her 

i 

definition. However, the proper standard is whether the Lu patent teaches that property as 
defined in the present specification and it dearly does not. 

In support of her contention that the Lu patent teaches the invention as claimed the 
Examiner merely states that "[T]he radiation cured polymer taught in Lu consists of a curable 
oligomcric composition" and then asserts that therefore it inherently has a large scale 
predictable stability," She provides no support for the statement that such a broad class of 

i 

materials all have this property as it is defined in the present specification. 

The Examiner seizes on an unfortunate typographical error in the applicant's Brief on 
Appeal and says that the property "Jong term predictable dimensional stability*' does not appear 
in the claim. While this is true, other parts of the Brief on Appeal correctly argue the limitation 
"large scale predictable dimensional stability" is not met by the Lu patent. What is more 
important is the fact that claims use the phrase "large scale predictable dimensional stability" and 

; that is the term defined in the specification. Tt is not taught by the Lu reference. 

j Finally, the Examiner asserts thai the phrase in question is given no patentable weight 

because it appeal's in the preamble and a limitation in the preamble "is not accorded any 
patentable weight where it merely recites the purpose of a process or the intended use of a 
structure," However, in this case the recitation in the preamble defines more than the intended 
use of the article being claimed, it defines what the article actually is. This clearly gives "lite, 

4 
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Application No.: 10/790898 Case No,: 56523US009 

meaning and vitality to the claim." Actually the present situation is quite similar to the example 
provided in the Manual of Patent Examining Procedure in which the Court of Customs and 

! Patent Appeals gave patentable weight to the phrase "an abrasive article" in a preamble to note 

i 

| that the claimed article was a coated abrasive, MPEP 21 11,02. In the present claims, the case is 

even more clear since the phrase in question is specifically defined in the specification. 
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Rejection Under 35 U.S.C. SlU3(a> 

For the reasons staled above, the invention as defined by the present claims is not 
anticipated by the Lu reference. There is nothing in the Lu reference that would lead one of skill 

i 

in the art to produce a article having large scale predictable dimensional stability and the 
Examiner has not even alleged that to be the case. Clearly the present invention is not obvious in 
view of this reference. 



i 
i 

i 



I 
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For the foregoing reasons, the Examiner has erred in rejecting this application. The 
appellants respectfully request that the Board of Patent Appeals and Interferences reverse the 
Examiner on all counts. 

Respectfully submitted, 

Date Sf^hcnW. Buckingham, Reg. No.: 30,035 

Telephone No.: 651-733-3379 

Office of Intellectual Property Counsel 
3M Innovative Properties Company 
Facsimile No.: 651-736-3833 



PAGE 8/10 * RCVD AT 121512006 3:15:25 PM [Eastern Standard Time] 1 SVR:USPTOEFXRF-3/15 ■ DNIS:2738300 * CSID:651 736 4517 1 DURATION (mm-ss):02-08 . 



2006-Dec-05 03:16 PM 3M 6517364517 9/10 



Application Na? 10/790898 . Caw No.: 56523^3009 

EVIDENCE APPENDIX 

None. 
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Notte. 
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